TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TAMW L. MNAVER

Appeal No. 1997-1807
Application No. 08/395, 248

ON BRI EF

Before JOHN D. SMTH, GARRI S, and KRATZ, Adninistrative Patent
Judges.

KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 10-15, which are all of the clains pending

in this application.?

' W note that proposed anmendnents to the clainms presented
in Appendix 2 of the brief have not been entered by the
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BACKGROUND

At the outset, we note that Patent and Trademark O fice
(PTO records indicate that the present application was filed
on February 27, 1995, as a divisional of U S. Application No.
08/ 167, 385, which parent application was filed on Decenber 15,
1993. Also, copending and rel ated Application No. 08/394, 935
was filed on February 27, 1995, as a continuation of the
above-noted parent application. The above-noted rel ated and
copendi ng Application No. 08/394,935 is al so before us on
appeal (Appeal No. 1997-1748).

Appel lant's invention relates to a nethod of applying a
coating to a chal ky substrate with an all eged i nproved
adhesion via the bl ending of a nacronol ecul ar aqueous
di spersion with an acid-functional alkali-soluble polynmer and
an am nosi | ane conpound. The am nosil ane reduces the acid
functionality of the acid-functional alkali-soluble polyner.
The product paint/coating of the clained nethod is al so
claimed. An understanding of the invention can be derived

froma reading of exenplary claim 10, which is reproduced

exam ner (answer, page 4) and hence those proffered anmended
clainms are not before us for reviewin this appeal.
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bel ow.

A net hod for inproving the adhesion of a coating to
chal ky substrates conprising combi ning a macronol ecul ar
aqueous di spersion with an acid-functional alkali-sol uble
polymer to forma blend conposition, said polymer having its
acid functionality neutralized by an am nosilane and appl yi ng
the coating of said blend conposition to a chal ky substrate.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Cal houn 5,399, 612 Mar. 21,
19952
Morino et al. (Morino)?3 03- 064305 Mar. 19,
1991

(Lai d- open Japanese Pat ent Application)

Clainms 10-15 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Cal houn in view of Morino.
OPI NI ON

Upon a careful review of the opposing argunents advanced

2 The earliest effective filing date (Dec. 20, 1990)
relied on by exam ner and consequent availability of this
reference as prior art under 35 U S.C. 8 102(e) has not been
specifically disputed by appellant. See Notice of References
Cited (Form PTO 892, Paper No. 4) and related U S. Application
Data |listed on the Cal houn patent.

S Qur reference to Morino in this decision is to the
resubmtted English translation of record filed on Septenber
21, 1995.
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by the examner in the answer and appellant in the brief in
support of their respective positions, we conclude that the
exam ner has not established a prinma facie case of obvi ousness

for the clainmed subject matter.*

Accordingly, we will not sustain the examner's 8 103
rejection.
Cal houn (colum 2, line 58 through colum 3, |ine 44)

teaches that a bl ended pol yneric conposition containing at

| east one acid-functional vinyl polynmer and at |east one

am no-functional siloxane polynmer nay be used as a quasi -
crosslinked coating for various substrates. Cal houn (col umm
3, line 47 through colum 6, line 28) further teaches that:
(1) the am no-functional polysiloxane enpl oyed is water-

i nsol ubl e al beit the bl ended pol ynmer conposition is soluble or
di spersible in water and (2) an al kali or basic ingredient
such as a volatile amne or ammonia is included in the
conposition to prevent reaction of the siloxane with the acid-

functional noieties of the vinyl polyner. Mori no (pages

“* W note that it is the exam ner who bears the initial
burden of presenting a prima facie case of obviousness in
rejecting clainms under 35 U.S.C. 8 103. See In re R jckaert,
9 F.3d 1531, 1532, 28 USPQd 1955, 1956 (Fed. Cir. 1993).
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1 and 2) discloses a silane-nodified macronol ecul ar di spersion

for use in a coating nmaterial that adheres to silicate gl ass.

The silane is described as water soluble (Mrino, page 6).
According to the exam ner (answer, page 4),

[i]t woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nade
to use the am nosilanes of JP '305 in Cal houn '612
and expect themto function equivalently to produce
the cl ai ned nmet hod of conbi ning the conponents of
the bl end conposition for applying the blend coating
to chal ky substrates to inprove adhesion. Am no
silanes are
known adhesi on pronoting agents.

The difficulty we have with the exam ner's stated
position stens, in part, fromthe fact that the exam ner has
not pointed to any particul arized teaching of either of the
appl i ed references which woul d have suggested that the
addition of the silane of Mrino (JP '305) to Cal houn woul d
function to inprove adherence to chal ky substrates as posited
by the exam ner as a basis for adding or substituting the
silane of Morino for one or nore of the ingredients of the
conposition of Cal houn and applying such a nodified
conposition to a chal ky substrate. Nor has the exam ner
furni shed any other convincing rationale for the proposed

nmodi fication of Cal houn including a detailed explanation as to
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how any such proposed nodification would have resulted in the
cl ai med nethod or a product blend coating corresponding to
appellant's coating. W specifically note that the exam ner
has not offered any other basis in the answer for expl aining
how t he applied references may have rendered the product-by-
process clainms 11 and 15 unpatentabl e.

Addi tionally, the exam ner has not convincingly expl ai ned
in the answer where the notivation may be found in the
conbi ned teachings of the references to support the notion of
"function equivalently” as a basis for nodifying Cal houn as
proposed. In this regard, we note that the showi ng of the
teaching or notivation to conbine prior art references nust be
clear and particular. See In re Denbiczak, 175 F.3d 994, 999,
50 USPQ2d 1614, 1617 (Fed. Cr. 1999). Here, the exam ner has
failed to point to convincing evidence of a suggestion from
the prior art, the know edge of one of ordinary skill in the
art, or the nature of the problemitself. See In re

Denbi czak, supra.

For the foregoing reasons and those set forth in

appellant's brief, we determ ne that the exam ner has not
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established a prima facie case of obviousness. Consequently,
on this record, we are constrained to reverse the examner's
rejection of the clainms on appeal under 35 U S.C. § 103 as

unpat ent abl e over Cal houn in view of Morino.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject the
appeal ed clains under 35 U . S.C. § 103 as stated in the answer

is reversed.
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REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BRADLEY R GARRI S
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge

PFK: | nb

SUDH R G DESHMUKH

ROHM AND HAAS COVPANY

100 | NDEPENDENCE MALL WEST
PH LADELPHI A, PA 19106- 2399
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